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DETAILED ACTION 
A cknowledgemen ts 

1 . The examiner for this application has changed. Please indicate Examiner Hai 
Tran as the examiner of record in all future correspondences. 

Continued Examination Under 37 CFR 1.114 

2. A request for continued examination under 37 CFR1 .1 14, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.1 14. Applicant's submission filed on 
November 14, 2006 has been entered. 

3. This is the communication in response to the Amendments and Remarks and 
Request for Continued Examination filed by the applicant on November 14, 2006 for its 
application case 09/678,295, titled: "Method Of Effecting Cashless Payments And A 
System For Implementing The Method". 

4. Claims 1,3,18 and 1 9 have been amended to add the limitations of claims 11,5, 
21, and 33 respectively. Claims 5, 6, 8, 1 1, 20, 21, and 33-45 have been cancelled: 
Claims 2, 4, 7, 9, 10, 12, 13-17, ar| d 22-32 have been maintained in their previous form. 

5. Claims 1-4, 7, 9, 10, 12-19, and 22-32 are pending in this case. 
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6. This application claims benefit of PCT/EP00/00772 filed on February 1 , 2000. 

Response to Arguments 

7. Applicant's arguments for claims 1,3, 18 and 19 filed on November 14, 2006 
have been fully considered but they are not persuasive. 

8. In response to the Final Office Action of 06/19/2006, Applicant amended 
independent claims 1, 3, 18 and 19 by adding the limitations of dependent claims 11,5, 
21 and 33 respectively and hence the previous rejection is not applicable to the 
amended claims. Applicant argues that the applied references (Hultgren and Musa) are 
defective in establishing a prima facie case of obviousness and the combination of 
Hultgren in view of Musa can not be applied to the amended claims under 35 U.S.C. 
103(a) because the combination of the cited prior arts does not render obvious the 
subject matter of the claims as a whole. The Applicant also argues that the previous 
rejection of obviousness is based upon improper hindsight reasoning and hence is not 
applicable to the amended claims. 

9. In response to the Applicant's arguments, Examiner reviewed the previous Office 
Actions of 10/02/2001 , 07/17/2003 and 06/19/2006. Examiner believes that the records 
are clear with respect to the prima facie of obviousness and improper hindsight 
reasoning matters. The added limitations to the independent claims did not result in a 
major difference to the claims. Examiner determines that the previous rejections are 
still applicable to the amended claims, and hence they are rejected under the same 
rationale provided in the previous Office Actions. 
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10. With regard to amended claims 1, 3 and apparatus claims 18 and 19, a method 
and/or apparatus of effecting a cashless payment transaction, by means of a merchant 
station characterized by a merchant station identification code (see 70 merchant 
terminal, page 7, lines 5-9; also see merchant's account, page 8, lines 13-16 or 
merchant identifier, page 9, lines 2-4), a mobile cell phone 60 and a comparing device 
3, which comprises a transaction data memory device (see transaction record generator 
- 206-1 ; page 1 1 , lines 5-11), a merchant checking device transfer 206 (see coordinate 
module) for checking the identification codes of the merchant stations authorized for this 
method, and a subscriber checking device (verification unit 204-3) for checking the 
identification codes of the smart cards authorized for this method and which is 
connected to account (see pages 6-20). transmitting additional supplementary 
transaction data to the comparing device or mobile cell phone from the merchant station 
(see page 15. 2nd paragraph: figures 3b/332/342). Terminating the transaction if the 
confirmation information is not given within a predetermined time after transmitting the 
information from the merchant station to the comparing device (see page 21 . lines 18- 
20; figures 4-4B). A subscriber checking device in which is held the identification code 
of each mobile cell phone and the account number associated therewith in the account 
keeping device (see verification unit 204-3. page 1 1 . line 4). and a control device for 
transmitting to the account keeping device the account number corresponding to the 
identification code, on the basis of the information in the subscriber checking device, 
rather than the identification code of the mobile cell phone (see merchant 
communication module, page 10. lines 29-4 of page 1 1). A merchant checking device 
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in which is held the identification code of each merchant station and the account . 
number associated therewith in the account keeping device (verification unit 202-4, 
page 10, line 25), wherein the control device transmits to the account keeping device 
the account number corresponding to the identification code, on the basis of the 
information in the merchant memory device, rather than the identification code of the 
merchant station (see customer communication module, page 10, lines 21-27). 

1 1 . Hultgren discloses all the limitations of the invention, but fails to disclose a 
SMART card characterized by an identification code identifying it. 

12. Musa discloses a cellular phone which uses a smart card 5 (see figure 1) that is 
characterized by an identification code identifying it (see Musa column 2, lines 45-59). 
It would have been obvious for artisan of ordinary skill at the time of the invention to 
substitute the cellular phone in the Hultgren invention with the phone in Musa because 
an artisan of ordinary skill at the time of the invention would have considered the 
modification a substitution of art equivalence in as much as both cellular phone in this 
aspect of the invention are relating to identification of the user. Thus under normal 
engineering design practices, an artisan or ordinary skill in the art would recognize the 
notoriously old and well known combination of a smart card and cell phone as a cost 
effective means of user identification. Thus such a substitution would have been an 
obvious design choice to one of ordinary skill in the art. 

13. Examiner notes that the Applicant has not asserted any arguments of dependent 
claims 2, 4, 7, 9, 10, 12, 13-17, and 22-32, and the Examiner respectfully disagrees with 
those reasons for the amended claims and hence all the aforesaid claims also. 
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14. Examiner's Note: Examiner has cited particular columns and line numbers in the 
references as applied to the claims for the convenience of the applicant. Although the 
specified citations are representative of the teachings in the art and are applied to the 
specific limitations within the individual claim, other passages and figures may apply as 
well. It is respectfully requested from the applicant, in preparing the responses, to fully 
consider the references in entirety as potentially teaching all or part of the claimed 
invention, as well as the context of the passage as taught by the prior art or disclosed 
by the examiner. 

Conclusion 

15. Claims 1-4, 7, 9, 10, 12-19, and 22-32 are rejected. 

16. The prior made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

17. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Hai Tran whose telephone number is (571) 272-7364. 
The examiner can normally be reached on M-F, 9-4 PM. 

18. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James A. Kramer can be reached on (571) 272-6783. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

19. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
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published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system/contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




